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Postum Crereat Co., Inc. v. Catirornia Fig Nut Co. 
United States Supreme Court 
January 3, 1927 


Trape-Marxs—Recistration Unver Act or 1920—Opprosirion—AprpeaL— 

JURISDICTION OF SuPREME CourT—DIsMISSAL. 

Where opposition was filed to the registration of a mark under 
the Act of 1920, and, on a holding by the Commissioner that the 
registration should not be canceled, appeal was had to the Court of 
Appeals of the District of Columbia, by whom it was dismissed for 
lack of jurisdiction, a further appeal to the Supreme Court was dis- 
missed on the same grounds, since that Court is vested with 
judicial, not administrative functions, has no power to decide on a 
purely administrative matter under the trade-mark statutes. 
Appeal from a decision of the Court of Appeals of the District 

of Columbia in a case relating to the cancellation of a registration 


under the Act of 1920. Dismissed. 


E. 8. Rogers, of Chicago, Ill. and J. S. Prescott, of New York 
City, for appellant. 


Tart, C. J.: The Postum Cereal Company and its predecessors 
in title have for years manufactured a cereal breakfast food to 
which they applied, as a trade-mark, the word “Grape-Nuts,” for 
which they secured registrations under the Trade-Mark Registra- 
tion Act of February 20, 1905 (38 Stat. 727) and amendments. 
They filed a petition of opposition to the registration by the Califor- 
nia Fig Nut Company of the trade-mark “Fig-Nuts’’ which that 
company had registered under the Act of March 19, 1920, Section 1, 
par. b, 41 Stat. 533. 

Section 2 of the same act provides that when any person shall 
deem himself injured by the registration of a trade-mark under 
the act, he may apply to the Commissioner of Patents to cancel it. 
Upon due notice to the registrant, a hearing is to be had before 
an Examiner of Interferences in the Patent Office, with an appeal 
to the Commissioner. 

The California Fig Nut Company, the registrant, filed an 
answer denying that the petitioner was injured and taking issue 
within the averments of its petition. The Examiner of Interfer- 
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ences held against the petitioner and recommended that the registra- 
tion be not canceled. An appeal was taken to the Commissioner 
of Patents, who affirmed the holding of the Examiner of Inter- 
ferences. 

An appeal was then taken from the decision of the Commis- 
sioner to the Court of Appeals of the District of Columbia. That 
court held that under the Act of March 19, 1920, 41 Stat. 533, 
there was no jurisdiction given to that court to hear an appeal 
from the Commissioner of Patents. This holding was in accord- 
ance with a previous decision of the same court in United States 
Compression Inner Tube Company v. Climax Rubber Company, 
53 Appellate Appeals, D. C. 320, 290 Fed. 340 [13 T. M. Rep. 
380]. Accordingly the appeal was dismissed. The present appeal 
to this court was allowed by the Court of Appeals. 

The Trade-Mark Act of 1920, c. 104, 41 Stat. 533, is entitled 
“An act to give effect to certain provisions of the convention for 
the protection of trade-marks and commerical names made and 
signed in the City of Buenos Aires in the Argentine Republic, 
August 20, 1910, and for other purposes.” 

The first section provides that the Commissioner of Patents 
shall keep a register of all trade-marks communicated to him by 
the international bureaus as provided for by the convention upon 
which a certain fee has been paid. Par. b, of Section 1 provides 
that all other trade-marks not registerable under the Act of Febru- 
ary 20, 1905 (with certain exceptions not here relevant), but which 
have been in bona fide use for not less than one year in interstate 
or foreign commerce, upon or in connection with any goods of a 
proprietor upon which a fee of $10 has been paid to the Com- 
missioner of Patents, may be registered under the act, provided 
that the trade-marks which are identical with the known trade- 
marks owned and used in interstate commerce by another, and 
appropriated to merchandise of the same descriptive properties as 
to be likely to cause confusion or mistake in the mind of the 
public or deceive purchasers, shall not be placed on the register. 

The chief objection of the petitioner to the registration of 
“fig-nuts” as a trade-mark for a cereal breakfast food is that 
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it is likely to cause confusion or mistake and deceive purchasers 
into thinking they are buying the petitioner’s breakfast food, 
marked and widely known as “grape-nuts.” 

Section 6 of the Act of 1920 adopts provisions of certain 
sections of the Act of February 20, 1905, 33 Stat. 728. But those 
sections do not include Section 9 of the older act by which provision 
is made for an appeal from the decision of the Commissioner of 
Patents to the District Court of Appeals, and for this reason the 
District Court of Appeals dismissed the appeal. 

The contention of the appellant here is that Section 9 of the 
Act of 1905 does apply to the proceeding here taken under the 
Act of 1920, and that the Court of Appeals in holding otherwise 
denied a right which the appellant here is entitled to have vindi- 
cated. It asks this court to reverse the dismissal by the District 
Court of Appeals and in effect enforce the jurisdiction of that 
court to entertain its appeal from the Commissioner of Patents. 

The first difficulty the appellant has to meet is the question 
whether this court has jurisdiction to consider such an appeal. 
The argument the appellant makes is that this appeal was allowed 
July 1, 1924, to the judgment of dismissal by the Court of Appeals 
of April 7, 1924, that the Act of February 13, 1925 (43 Stat. 936, 
941) amending Section 250 of the Judicial Code left the old sec- 
tion applicable to such pending appeal, that by the old Section 250, 
any final judgment or decree of the Court of Appeals might be 
reexamined in this court upon error or appeal in cases in which 
the construction of any law of the United States is drawn in ques- 
tion by the defendant, that this appeal draws in question the con- 
struction of the Trade-Mark Act of 1920 given by the Court of 
Appeals, by which that court dismissed the appeal taken to it from 
the Commissioner of Patents, and that the dismissal from which 
this appeal was allowed was a final judgment under the cases of 
Shaffer v. Carter, 252 U. S. 37, 44 and Baldwin Co. v. Robertson, 
265 U. S. 168 [14 T. M. Rep. 399]. 

The case of Baldwin v. Howard, 256 U. S. 35 [11 T. M. 
Rep. 159], in which certiorari to this court from a similar trade- 
mark proceeding was denied, is explained by the appellant as rest- 
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ing on the sole ground that the judgment below was not a final 
one. 

We do not think this course of argument can be sustained. 
Assuming for the purposes of this discussion, that the District 
Court of Appeals was wrong in not holding that Section 9 of the 
Act of 1905 did apply to the Commissioner of Patents’ decision 
under the Act of 1920, even so an appeal cannot be taken to this 
court to remedy the error. 

The decision of the Court of Appeals under Section 9 of the 
Act of 1905 is not a judicial judgment. It is a mere administrative 
decision. It is merely an instruction to the Commissioner of Pat- 
ents by a court which is made part of the machinery of the Patent 
Office for administrative purposes. In the exercise of such func- 
tion it does not enter a judgment binding parties in a case as the 
term case is used in the third article of the Constitution. 

Section 9 of the Trade-Mark Act of 1905 applies to the appeal 
taken under it the same rules which under Section 4914 R. S. apply 
to an appeal taken from the decision of the Commissioner of Pat- 
ents in patent proceedings. Butterworth v. Hoe, 112 U. S. 50, 
60; Gaines v. Knecht, 27 App. D. C. 580, 532; Atkins v. Moore, 
212 U. S. 285, 291. 

Neither the opinion nor decision of the Court of Appeals under 
Section 4914 R. S., or Section 9 of the Act of 1920, precludes 
any person interested from having the right to contest the validity 
of such patent or trade-mark in any court where it may be called 
in question. This result prevents an appeal to this court which 
can only review judicial judgments. This court has so decided 
in Frasch v. Moore, 211 U. S. 1, in an appeal as to patent pro- 
ceedings, and in Atkins v. Moore, 212 U. S. 285, as to appeals in 
trade-mark proceedings. This was the ratio decidendi of Baldwin 
v. Howard, 256 U. S. 35 [11 T. M. Rep. 159], already referred 
to, where certiorari was denied in a similar trade-mark proceeding. 

It was said in these cases that the appeal was denied because 
the action of the Court of Appeals was not a final judgment. This 
reason was a true one, but it should not be understood to imply 
that, in such a proceeding, circumstances might give it a form 
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that would make it a final judgment subject to review by this court. 
That is the error that the appellant here has made in pressing its 
appeal. 

Appellant relies on Shaffer v. Carter, 252 U. S. 37, 44, hold- 
ing that a judgment of dismissal for lack of jurisdiction is a final 
judgment for purposes of appeal. But the citation has no applica- 
tion in such a case as this. For here the action of the Court of 
Appeals in its dismissal was dealing with something which, even 
if it should have been received, was not in the proper sense a 
judgment at all. 

Whatever the form of the action taken in respect of such an 
appeal, it is not cognizable in this court upon review, because 
the proceeding is a mere administrative one. 

The distinction between the jurisdiction of this court which 
is confined to the hearing and decision of cases in the constitutional 
sense and that of administrative action and decision, power for 
which may be conferred upon courts of the District, is shown in 
the case of Keller v. Potomac Electric Company, 261 U. S. 428, 
440, 442, 443. 

There it is pointed out that Congress in its constitutional ex- 
ercise of exclusive legislation over the District may clothe the 
courts of the District not only with the jurisdiction and powers 
of the Federal courts in the several states but also with such 
authority as a state might confer on her courts, Prentis v. Atlantic 
Coast Line Company, 211 U. S. 210, 225, 226, and so may vest 
courts of the District with administrative or legislative functions 
which. are not properly judicial, it may not do so with this court 
or any Federal court established under Article III of the Constitu- 
tion. Of the jurisdiction of this court, we said, at p. 444: 


“Such legislative or administrative jurisdiction, it is well settled, 
cannot be conferred on this court either directly or by appeal. The latest 
and fullest authority upon this point is to be found in the opinion of 
Mr. Justice Day, speaking for the court in Muskrat v. United States, 219 
U. S. 346. The principle there recognized and enforced on reason and 
authority is that the jurisdiction of this court and of the inferior courts 
of the United States, ordained and established by Congress under and 
by virtue of the third article of the Constitution, is limited to cases and 
controversies in such form that the judicial power is capable of acting 
on them; and does not extend to an issue of constitutional law framed by 
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Congress for the purpose of invoking the advice of this court without 
real parties or a real case, or to administrative or legislative issues or 
controversies.” 


With this limitation upon our powers, it is not difficult to 
reach a conclusion in the present case. We should have had no 
power to review the action of the District Court if it had heard 
the appeal and taken administrative jurisdiction, and by the same 


token have now no power to review its action in refusing such 
jurisdiction. 

But it is said that this leaves the appellant without any remedy 
to review the decision of the District Court of Appeals and makes 
its conclusion final in respect to the construction of the Trade-Mark 
Act of 1920. Even if this be so, as to which we express no opinion, 
it cannot furnish a reason for exceeding the constitutional powers 
of this court. 

The appeal is dismissed. 


H. H. Brooten v. Kete Ore Propvucts Co., a CorPoRATION 
United States District Court, District of Oregon 
November 22, 1926 


Trape-Marks—OwnersHip—Use on Goons Necessary To Ricur. 

A trade-mark is not acquired by mere adoption but only by use, 
and there is no property right in a mark apart from actual use. 
Same—“Ketp Ore” ror Mrinerat EartH—Recistration—Use sy OTHERS 

as Descriptive Term Prior To RecistraTioN Gave ReEGIsTRANT NO 

Exciusive Ricur. 

Where plaintiff was first to call a mineral earth sold by him 
“Kelp Ore,” but did not use the words as a trade-mark on his prod- 
uct until after they had come into general descriptive use by others, 
he acquired thereby no exclusive right to the words; and the suit for 
alleged infringement was dismissed. 


Bean, D. J.: This is a suit to enjoin the infringement of 
an alleged trade-mark. 

The facts as they appear from the proposed amended com- 
plaint and plaintiff's answer to interrogatories are that in 1898 he 
discovered on his farm a deposit of mineralized earth which, it is 
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claimed, has medicinal properties beneficial in the treatment of 
certain ailments and diseases. Similar deposits are found in other 
localities in the same neighborhood. 

The deposit discovered by the plaintiff was thereafter known 
by various names, such as “Iodine Earth,” “Melitite’ and ‘‘Broo- 
ten’s Mud” until 1906, when the plaintiff adopted the words 
“Kelp Ore” as a “fanciful name,” and since that time the produce 
has been so designated. In 1925 the plaintiff registered with the 
Patent Office the words “H. H. Brooten’s Kelp Ore” as a trade- 
mark, 

The defendant is offering to sell and selling earth substance 
similar in kind and appearance to that of the plaintiff under the 
name of “S. B. Kelp Ore” which, it is claimed, is an infringement 
of the plaintiff's trade-mark. 

There is no issue of unfair competition involved in this case. 
That matter is pending in the state court. 

The only question here is whether in registering his trade- 
mark in 1925 the plaintiff thereby obtained the exclusive right to 
the use of the term “Kelp Ore” as descriptive of deposits of earth 
similar to that found on his farm, wherever they may be located. 

At the time the plaintiff discovered the deposit it had no dis- 
tinctive name, but after using various names, he adopted in 1906 
“Kelp Ore” to give his product, as he says, “a distinctive name 
from other products of mineralized earth wherever found in differ- 
ent parts of the United States.” 

He, however, did not use the words “Kelp Ore” or any other 
identifying mark in selling or marketing his product until 1923. 
Up to that time it was known as Kelp Ore, and was sold in paper 
bags without any advertising labels, or other evidence of the con- 
tents of the bags. 

It was therefore seventeen years after the plaintiff gave the 
name of Kelp Ore to the product before he actually applied such 
name to the containers of the article in marketing it. 

A trade-mark is not acquired by mere adoption, but only by 
use. There is no such thing as a property right in a trade-mark 
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apart from the actual use. (Hanover Milling Co. v. Metcalf, 240 
U. S. 403 [6 T. M. Rep. 149].) 

The mere adoption of a word, symbol or device, unaccompanied 
by the actual application to the article, is not sufficient to create 
an exclusive right thereto, McMahon Pharmacal Co. v. Denver 
Chemical Co., 113 Fed. 468. 

The trader must apply the mark to the article, and must 
actually put the articles so marked on the market. (Phillips v. 
Hudnut, 263 Fed. 643 [10 T. M. Rep. 243].) 

The plaintiff therefore acquired no exclusive right to the use 
of the term by its adoption in 1906, for “there is no such thing 
as property in a trade-mark except as an alleged appurtenance 
to an established business or trade in connection with which the 
mark is employed. (United Drug Co. v. Rectanus, 246 U. S. 90 
[9 T. M. Rep. 1].) 

Moreover, when the mineralized earth was discovered by the 
plaintiff in 1898 it was necessary to give it a name by which it could 
be recognized and dealt in. This the plaintiff finally did in 1906 
by calling it Kelp Ore, and the name thus given to _ it 
became public property and applicable to other similar deposits. 
(La-Clanche Battery Co. v. Western Electric, 23 Fed. 276.) 

The plaintiff could not thereafter obtain a right to have such 
name applied only to the product from his land by registering it 
as a trade-mark. (Dyer Quarry v. Schuylkill Stone Co., 185 Fed. 
557 [1 T. M. Rep. 63].) 

It follows therefore that the suit should be dismissed and it is 
so ordered. 





VICTOR-AM. FUEL CO. V. HUERFANO AGENCY CO. 35 


Vicror-AMERIcAN Fuet Co. v. Huerrano AGency Co., ET AL. 
(15 Fed. Rep. 578) 


United States District Court, District of Colorado 


April 30, 1926 


Trape-Marxks AND TrapE-Names—Uwnrair ComPETITION. 
Round red lables attached to lumps of coal, as respects color 


and shape, cannot be exclusively appropriated as trade-marks or 
symbols. 


SameE—SameE—TeEst oF INFRINGEMENT. 

Infringing label must be likely to deceive ordinary observer exer- 

cising ordinary care, and eye is best test of this. 
Same—Same—Conruictine Lasets—DistinGuisH1na Features. 

Round labels, which defendants attached to lumps of coal and used 
in advertising, divided horizontally by word “Haco,” with “Colorado” 
above, and “Coals” below in white letters on red background, held 
not deceptively similar to plaintiff's similar labels, having figure of 
shovel full of coal, through center at angle of 45 degrees, with various 
slogans in different type than defendants, and, in absence of evidence 
of fraud or loss of business, due to confusion caused thereby, will not 
be enjoined. 


In equity. Action for unfair competion. Decree for plain- 


tiff for part only of relief sought. 


Kenaz Huffman, of Denver, Colo. (Frank E. Gove, of Denver, 
Colo., on the brief), for plaintiff. 

Forrest C. Northcutt, of Denver, Colo. (Jesse G. Northcutt, 
of Denver, Colo., on the brief), for defendants. 


Symes, D. C.: The complainant has for many years produced 
coal in large quantities from its mines, located in Colorado. It 
markets its product in Denver and Eastern Colorado, Kansas, 
Nebraska, South Dakota, Iowa, the larger part of Texas, and parts 
of Oklahoma and New Mexico. It also makes some shipments to 
Los Angeles, San Francisco, Pasadena, and Helena, Mont. In 
1916 it adopted, and has since used, certain trade-marks and 
labels affixed to its coal to identify the same, and has directly, and 
through its dealers, expended considerable sums for advertising. 
As a result thereof complainant claims to have built up an extended 
and valuable trade, and alleges that its product has become known 
throughout its territory as “labeled coal,” and is so ordered by 
dealers and consumers. It charges that the defendants, who are 
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likewise engaged in the production and marketing of coal, have 
adopted and used in the complainant’s territory since 1921 trade- 
marks and labels similar to those of the complainant’s, and have 
also labeled their coal; that dealers and consumers are deceived 
into the belief that the coal so sold by the defendants is, or might 
be, the product of the complainant. 

The defendants deny that the complainant has any exclusive 
right in its trade-marks, trade-names, or symbols, and, while ad- 
mitting that it labels its coal as charged, deny that the complainant 
was the first to label coal in the manner alleged, or that it has 
any exclusive right so to do. It further denies that its labels or 
slogans are so similar to those of complainant as to deceive the 
public, or that retail dealers or consumers have at any time been 
confused or deceived by reason of the acts or conduct of the 
defendants. 

The case has been fully argued, and the court favored with 
exhaustive briefs. I have digested the evidence, examined the 
authorities cited and others available, and reached certain definite 
conclusions on the essential points in issue. I will state them 
very briefly. Both briefs agree upon certain rules of the law of 
unfair competition that I hereafter refer to. This renders citation 
of authorities unnecessary. 

The complainant asserts an exclusive right within its territory 
to place labels or stickers on coal as it goes to market, and also 
an exclusive right to advertise and sell the same as “labeled coal.” 
Exhibits A to J, inclusive, attached to the bill, are the complain- 
ant’s labels. Their predominating features are: The round shape, 
red as the predominating color, and the figure of a shovel full of 
coal dividing them through the center at an angle of 45 degrees. 
The minor features are the white circle, or band, around the edge, 
with the slogan, “This label assures you this is genuine Maitland 
coal,” etc., in small, black letters. This term, or slogan, varies 
according to the different mines of the complainant, such as the 
Maitland, Sunshine, Chandler, etc. Some, but not all, of the 
labels, bear the name of the complainant. 

The defendants’ labels (Exhibits 1 to 8, inclusive, and Ex- 
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hibit 5) are likewise round, and the predominating color is red. 
Here the similarity ceases. The defendants’ label is divided 
horizontally by the word “Haco,” with the geographical descriptive 
word “Colorado” above, and the word “Coals” below, in white 
letters on the red background; the style or type of lettering being 
very unusual, and wholly dissimilar in size and appearance to that 
used by complainant. 

At the outset it may be said that all the parties mine, sort, and 
prepare their coal according to the latest and most approved 
methods. As the coal is loaded into the cars for shipment, the 
labels are affixed to a considerable number of lumps. The com- 
plainant uses about 50 labels per ton, additional ones being pasted 
on the cars. Both sets of labels are comparatively small. For 
this reason the wording on them can only be distinguished by a 
close-up examination, which neither their consumers nor the public 
ever give it; the undisputed evidence of the distributors being 
that coal as a rule is ordered by phone, and delivered into the con- 


sumer’s bin before he seeks, or has an opportunity, to examine 
it; also, as a practical matter, it is not long before the labels, due 
to dust and handling, become indistinguishable as far as the letter- 
ing is concerned. 


As a result of their experiments, both parties agree that red 
is the most practical color that can be used. Obviously, a black 
label could not be seen and a white one would soon become dirty. 
The evidence further shows that a round label is the only kind 
that will adhere to the irregular surface of a lump satisfactorily. 
For these reasons, all labeled coal looks very much alike as it moves 
from the mine, through the dealer’s yard, into the consumer's 
furnace, and the public has no opportunity to be impressed by any 
particular language or slogan that the label might bear. So that 
the features of both labels that come to the attention of the public, 
who see the products of the complainant and defendants, are the 
similarity of color and shape; so, for the time being, we may elim- 
inate any discussion of the slogans or words printed on them. 

It seems to be the rule that colors of themselves cannot be 
appropriated as trade-marks, especially when, as here, there is 
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little, if any, choice open. It is likewise the law that a round 
label is not subject to exclusive adoption by reason of its shape. 
So that complainant’s labels, as far as these two features are con- 
cerned, lack novelty. 

Turning, now, to another feature of the case, the evidence 
discloses that the labels and slogans of the complainant, in addition 
to being affixed to its product, are used in newspaper and other 
forms of advertising, such as circulars, billheads, etc., where the 
reader has an opportunity to note the wording. Defendants’ labels 
are practically uniform, while those of the complainant vary more 
or less in size and lettering. A meticulous discussion of the various 
points of resemblance and difference, however, would serve no 
useful purpose. The rule is that the infringing label must be 
likely to deceive the ordinary observer, exercising ordinary care, 
and that the eye is the best test of this. When we put the two 
sets of labels side by side, or observe them the way they would 
appear in a newspaper, or on the advertising matter put 
out by the complainant, it is apparent that any one using the 
ordinary powers of observation would not be deceived or led to 
believe they were the same. 

Judge Townsend, formerly of the Federal bench, and an 
authority on the law of unfair trade, has framed the following 
pertinent inquiry as applicable to these cases: “Would the ordinary 
man, using ordinary care, be deceived?” The answer in the instant 
case must be in the negative. The evidence of the complainant, 
and of both parties, for that matter, is not of the kind or character 
calculated to sustain the burden of proof it has undertaken. Most 
of the witnesses are necessarily interested, being officers or 
employees. Their testimony in the main consists of their opinions 
and conclusions, unsupported by citation of any facts or instances 
that show fraud, or of loss of business due to any confusion arising 
in the minds of their customers, or the public generally. 

The evidence and the discussion in some of the authorities 
cited show that the practice of attaching round labels to coal ex- 
isted before 1916. But granting, for the minute, that the com- 
plainant was the first to adopt the practice of labeling coal, I doubt 
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39 
whether a competitor can be restrained from doing likewise. Label- 
ing of articles of commerce, so as to identify the product or pre- 
ducer, has long been a common practice, and as far as I am advised 
has never been thought to be the subject of a monopoly. What 
complainant really did when it first stuck labels on its coal was 
to extend this common practice to another common article of trade. 
Judge Townsend, the authority already cited, says that the law of 
trade-marks and unfair trade has developed on the assumption that 
a name or device, used in an arbitrary or fanciful manner as a 
mark of identification of one’s goods, is property which should be 
protected. Therefore the complainant will be secured in the ex- 
clusive use of its own fanciful device or wording, and its own 


name, but not in the shape or color of its label, or the practice of 
labeling coal. 


A decree in accordance with these views may be submitted. 


CLEVELAND Opera Co. v. CLEVELAND Civic Opera Ass’N, INc. 
(54 N. E. Rep. 352) 


Court of Appeals of Ohio, Cuyahoga County 
November 8, 1926 


Trave-Marks anv Trape-Names—Unrair ComPetiTioN—EvipENCce. 

In suit to enjoin use of name similar to plaintiff’s, evidence must 

be of strong and convincing nature on question of probability of 
confusion. 

Same—SaME—GEOGRAPHICAL AND Descriptive TERM. 

There can be no monopoly in trade-names of words geographical 
or descriptive. However, words geographical or descriptive are not 
barred in a trade-name, unless in connection with other words they 
are precisely or so substantially similar that deception would arise. 

Same—Same—UseE or Srmirar NAME. 

Equity, without other evidence, will enjoin use by a competitior 
of name which is so substantially similar that it causes confusion 
and thus unfair competition. 

Same—SameE—NamME—“CLEVELAND Civic Opera AssociaTIon, INCORPORATED,” 
Hewtp SupstanTIALLty Srmiiar To “CLeveELAND Opera Company.” 
Defendant’s name, the Cleveland Civic Opera Association, Incor- 

porated, held to be so substantially similar to plaintiff's name of the 
Cleveland Opera Company that use thereof would amount to unfair 
competition. 






In equity. Action for unfair competition. From judgment for 


defendant, plaintiff appeals. Injunction allowed. 


SEVENTEEN TRADE-MARK REPORTER 


Garfield MacGregor & Baldwin, of Cleveland, O., for plaintiff, 
Wilkin, Cross & Daoust, of Cleveland, O., for defendant. 


Sutuivan, J.: This cause is here on appeal from the Court 
of Common Pleas of Cuyahoga County, and it is sought by the plain- 
tiff, the Cleveland Opera Company, 1029 National City Building, 
Cleveland, Ohio, to prevent by injunction the use by defendant of 
the name the Cleveland Civic Opera Association, Incorporated, 
eleventh floor, Union Mortgage Building, Cleveland, Ohio, on the 
ground that because of the similarity in the names the public will 
be confused and misled as to which company or association it is 
dealing with, and it is claimed that thereby there will be a diversion 
to the defendant of the patrons of plaintiff acquired by about four 
years of effort in establishing its purpose and identity with the 
public. 

The plaintiff was incorporated August 7, 1920, and the defend- 
ant September 24, 1924, and on the part of the latter, with the 
exception of filing the articles of incorporation, no organization was 
perfected, and no attempt in any wise of a substantial nature was 
made to transact business with the public. During the period of 
time between the incorporation of the plaintiff and defendant, to 
wit, about four years, the record shows that the plaintiff had 
fully established itself with the public, and its name, to a sub- 
stantial extent, had become identified in musical circles, and the 
company had received on numerous occasions wide and creditable 
patronage from the public in Cleveland and elsewhere. 

The plaintiff’s petition prays that the defendant be perpetual- 
ly enjoined from using the words “Cleveland” and “Opera” in 
combination in a name such as it has adopted, or in any other wise 
that will be similar to or in conflict with the name, ““The Cleveland 
Opera Company,” and for such other equitable relief as may be 
proper. 

The defendant admits that its primary purpose is that of 
producing and presenting operas in the City of Cleveland and 
elsewhere, and that a protest against the use of its name was made 
to the defendant and to the secretary of state. 

As to the other allegations in the petition, substantially speak- 
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ing, there is a general denial, so that if there is an absence of any 
record as to rivalry or competition in business, the question must 
be decided from an analysis of the names themselves, for it is 
claimed that the similarity between the names, “the Cleveland 
Opera Company,” and “the Cleveland Civic Opera Association, 
Incorporated,” is so manifest that the public will be confused 
thereby, and that as a result thereof unfair competition will ensue, 
to the irreparable mischief of the plaintiff. 

But there is a record to examine. 

Plaintiff's counsel contend that the court may grant the relief 
prayed, even though the record is silent as to any proof of unfair 
competition or damage resulting therefrom, for the reason that it 
is only necessary to prove a mere probability that confusion of 
names will arise and that the public will be misled as to the identity 
of the company or association. This proof, however, must be sub- 
stantial. Resort is here had to an extraordinary remedy known as 
the injunctive process, and to secure the relief prayed for the 
evidence, not only in this case, but in all causes of like character, 
must be of a strong and convincing nature on the question of 
probability of confusion. Under the authorities, as we apply them 
to this point in the case at bar, the evidence may not be fanciful 
or conjectural, for then it would not be a basis for substantial 
damages, and the degree of proof required must lead to damages 
of a substantial nature. Now does such character of proof arise 
from the similarity in the names themselves? Under the degree 
of proof required of the record where extraordinary remedies are 
sought is it possible to go beyond the limits of mere fancy or con- 
jecture in an analysis of the names and record? Is it reasonably 
deducible from the names themselves that probability of confusion 
and doubt will arise in the minds of the public dealing with the 
parties? The proof, according to the contention of plaintiff's 
counsel, must be elevated to the point of probability. So we must 
look to the record as well as the names themselves. 

In 38 Cyc. 773, § 4, it is laid down that it is not necessary 
to show actual deception where there is a sufficient showing that 
deception will be the natural and probable result of defendant’s 
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acts. Now, with the record in this case, wherein there is a positive 
denial actually to compete, under the character of evidence re- 
quired in injunction cases is it a reasonable deduction to say that 
confusion and unfair competition will be the natural and probable 
result of the similarity in the names, especially when under the 
authorities the court is not warranted in compelling the elimination 
of the word “Cleveland,” because it is geographic, and of the name 
“Opera,” because it is a word of description? 

The great weight of authority is that there can be no monopoly 
in words of this character. Under the statute the defendant would 
be refused the use of both of these words if the remaining language 
was identical with that of the plaintiff company, but we think there 
is no authority that warrants the barring of words geographical 
and descriptive, unless in connection with other words they are pre- 
cisely similar, or so substantially similar, that, in the face of proof, 
deception and confusion would arise, and therefore unfair com- 
petition. Now is there a substantial similarity in the names? This 
question assumes that we do not leave out of consideration the two 
words above mentioned, which defendants have a right to use pro- 
viding they do not merge into identity with plaintiff. 

We must keep in mind, however, that while there is no 
monopoly in the use of geographical and descriptive words, such 
as the word “Cleveland” and the word “Opera,” yet these words 
are banned under the authorities, if when used in connection with 
the other words constituting the name they result in apparent or 
obvious confusion, or by inference tend in that direction to such 
extent that there is a probability that by reason of confusion 
unfair competition may be the result—in other words, unfair com- 
petition arise as the child of confusion. 

In the name of the defendant we notice the word “Civic.” 
From an analysis of the definition of this word, and its modern 
application, it is substantially akin to the word “Cleveland,” because 
it means city, citizen or citizenship, and pertains to the city or 
body politic. With this view in mind, the defendant does not add 
by the word “Civic” a new word in substance. It is not of such 
a distinct character that it distinguishes in meaning or substance 
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the name of the defendant from the name of the plaintiff, because 
in its nature, as the word is now commonly used, it does not add to 
or subtract from the word “Cleveland.” If a citizen is referred 
to as a man with civic pride, it means he is part of the city of 
Cleveland—the things pertaining thereto. The attempt by the 
use of this word to distinguish between its name and that of plain- 
tiff appears to us to be futile, and only reveals the imperative 
necessity under the law of characterizing the association by a name 
distinctively and substantively different from that of the plaintiff. 
Without question an identical name is prohibited. It follows that 
a name substantially similar might properly be the basis for 
injunctive relief. 

Again, the use of the word “Association” is indistinctive, and 
does not differ from the meaning and character of the word “Com- 
pany, used by the plaintiff, because an “association” is essentially 
a “company, and thus is nothing in its appearance or character 
that would fix it in a differentiating manner in the mind of one 


reading it. That the word “Incorporated” establishes a distinct 
difference cannot be claimed, because the very name of the plain- 
tiff indicates incorporation upon its face, by the use at the beginning 
of the word “The,” and at the end of the word “Company.” So it 
seems to us from an analysis of the names themselves that there is 
not that dissimilarity or contrast that would attract the eye or the 
mind of the public. 


However, on the contrary, a comparison of the two names 
indicates such a great similarity that the only probable result would 
be confusion, and, if confusion, then, naturally and probably, unfair 
competition. Such a status makes applicable to the case at bar 
the following authorities: 


“Unfair competition is distinguishable from the infringement of a 
trade-mark, in that it does not necessarily involve the question of the 
exclusive right of another to the use of the name, symbol, or device 
copied or imitated. A word may be purely generic or descriptive, and 
so not capable of becoming an arbitrary trade-mark, and yet there may 
be an unfair use of it which will constitute unfair competition.” G. W. Cole 
Co. vy. American Cement §& Oil Co., 130 F. 703, 65 C. C. A. 105. 


See, also, American Brewing Co. v. Bienville Brewery (C. C.) 
153 F. 615, 616. 
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In Dennison Mfg. Co. v. Thomas Mfg. Co. (C. C.) 94 F. 651, 
the fourth paragraph of the syllabus reads: 


“The doctrine of unfair competition in trade rests on the proposition 
that equity will not permit any one to palm off his goods on the public 
as those of another. Unfair competition in trade as distinguished from 
infringement to trade-marks does not involve the violation of any exclusive 
right to the use of a word, mark or symbol. The word may be purely 
generic or descriptive, and the mark or symbol indicative only of style, size, 
shape or quality, and as such open to the public, yet there may be unfair 
competition in trade by an improper use of such word, mark or symbol. 
(Italics ours.) 

“Unfair competition in trade is not confined to the imitation of a 
trade-mark, but takes as many forms as the ingenuity of man can devise. 
It may consist of the imitation of a sign, a trade-name, a label, a wrapper, 
a package, or almost any other imitation by a business rival of some 
distinguishing earmark of an established business, which the court can see 
is calculated to mislead the public and lead purchasers into the belief 
that they are buying the goods of the first manufacturer. The first question 
is whether there is an imitation in fact, and this must be determined by 
inspection of the rival symbols or devices. It is not to be expected, of 
course, that there will ever be an exact copy. The imitator will always 
seek to introduce enough differences to justify a claim that there has been 
no imitation, while incorporating enough similarities to carry the general 
effect of the original design to the mind of the unwary purchaser.” 
Manitowoc Malting Co. v. Milwaukee Malting Co., 119 Wis. 543, 97 N. W. 
389. 


In line with these authorities and many others similar thereto 
is Cleveland Transfer & Carriage Co. v. Brailey, decided October 
28, 1912, and reported in 23 C. C. (N. S.) 486,’ wherein the court, 
acknowledging the right of a competitor to use the words ‘“Cleve- 
land” and “Transfer,” held that when they were used in such a 
manner as to create confusion a restraining order would lie. We 
quote from the syllabus as follows: 


“There may be an unfair use for trade purposes of words which are 
not capable of being an arbitrary trade-mark or trade-name, because 
they are geographical or purely descriptive, but when used unfairly tend 
to create confusion on the part of the public as to goods or firms, and 
when so used and such confusion results, their use will be enjoined.” 

It is contended by defendant that the right to use its name 
finds authority in this decision, and counsel for plaintiff also insist 
that this authority supports their cause. We think it is applicable 
to the state of the record, because it lays down the principle that 
where the record shows unfair competition, even then the use of 


1See note at end of case. 
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geographical and descriptive words may be prohibited, even though 
not specifically so, for when the use of the entire name is enjoined 
its practical effect is the restraining of the use of these particular 
words. 

It is claimed by defendant that this case does not apply, be- 
cause in the Cleveland Transfer Case, supra, there was evidence 
in the record of unfair competition, and by reason of this evidence 
alone relief was granted to plaintiff. With this contention in mind, 
upon examination of the record in the case at bar we find not 
only the inference of confusion resulting from the similarity of the 
names, but also find evidence from high authority upon the ques- 
tion of confusion, and, strange to say, this testimony is not refuted 
in any wise and remains unchallenged in the record. This evidence 
is found in the letter of the secretary of state, written after the 
filing of protest by the plaintiff with the state department as well 
as with defendant, which in effect designates that the names are so 
similar that confusion will result. That is the implicaton by the 
language of the letter, semi-apologetic in its nature, for allowing 
the filing of the articles of incorporation without detecting the 
similarity. 

Under the statute the identical name is prohibited, and it 
follows that a court of equity having in mind the same intent and 
purpose as the Legislature would enjoin the use by a competitor 
of a name which is so substantially similar that it would cause 
confusion, and thus unfair competition. 

Another significant fact in the letter is the admission that the 
enterprise of the defendant is to engage in the production of opera, 
and this purpose is identical with the purpose and intent of the 
plaintiff. 

With this view of the record in mind, we adopt the former 
holding of this court in the Cleveland Transfer Case, supra, as the 
law applicable to the case at bar. In the Cleveland Transfer Case 
the court cites the case of G. W. Cole Co. v. American Cement & 
Oil Co., 130 F. 703, 65 C. C. A. 105, and we find an excerpt from 
the opinion of that case which distinctly applies to the record in 
this case, which is as follows: 
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“Whether such confusion has been or is likely to be produced by the 
acts charged, is a question of fact to be resolved either by evidence of 
actual sales of the one product for the other, actual mistake of one for 
the other, of fraudulent palming off of the one for the other, or, on 
the other hand, failing such evidence, by comparison of the two brands 
to determine whether the one can be readily mistaken for the other, even 
by the inattentive and unobserving retail purchaser.” 


Thus it is clear that even if there was no evidence in the 
record except the similarity of the names, the court could grant 
relief, when after a comparison between the two, it reasonably ap- 
pears that confusion will follow, and therefore unfair competition. 

From a review of the authorities upon the subject under dis- 
cussion it is clear that they are conflicting, but we think, after a 
review of all the cases, that 1 Thompson on Corporations (2d Ed.) 
§§ 64, 66, and 69, reflects the law as approved by the great weight 
of the authorities, and we quote therefrom as follows: 


“The rule now universally conceded and adopted is that equity will 
protect a corporation in the use of the name selected, adopted and used by 
it. This rule is applied not only where a subsequent corporation adopts 
the precise name of an existing corporation, but also where there is great 
similiarity in the names, or where the resemblance is sufficiently close to 
raise a probability of mistake on the part of the public or where it is 
sufficient to show a design on the part of the imitating corporation to de- 
ceive and mislead. 

“Under the second class of cases, where the name assumed is not 
identical, but similar, equitable relief is granted on a sufficient showing 
that injury would follow; and to justify relief in this class of cases it 
has been held that the injury must appear to be of a substantial character 
and not merely fanciful or conjectural. The rule seems to be that in the 
first class of cases it is sufficient, to invoke the aid of equity, to show that 
the names are identical and that the corporations are organized under 
the same law. In case of mere similarity of name, on the other hand, the 
proof must show the probability of substantial damage.” 


It is contended by defendant that no act has been done which 
can be interpreted into unfair competition, because it has done 
nothing but file its articles of incorporation and receive a certificate 
therefore. There has been neither organization by the stockholders 
nor the election or creation of a board of directors, nor has there 
been an election of officers, and, further, there has been no attempt 
in any manner to transact business. From these facts it is claimed 
that no act of unfair competition can follow. 

However, this is a case in equity, and one of the vital princi- 
ples thereof is that equity aids the vigilant. Under the record the 
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plaintiff has been doing business with the public under its charter 
for some four years, not only in its own locality, but in other 
places throughout the country. Instead of waiting for positive and 
overt acts on the part of the defendant before proceeding, it acted 
under the principle of equity just mentioned and applied to the 
courts for injunctive relief, and at a juncture when no injury can 
arise to the defendant if the relief be granted except the amend- 


ment, upon application, of its name, to eliminate the similarity 
complained of. 


In judging the equity of this case a vital element to consider 
is the fact that no substantial harm can result to defendant, and it 


is not so clear that the plaintiff, under the record of the case, is so 
fortunately situated. 


Holding these views, the prayer of the petition is hereby 
granted. 


Injunction allowed. 
Levine, P. J., and Vickery, J., concur. 


NOTE 
CLEVELAND TransFerR & Carriace Company v. M. R. BralLey, ET AL. 
Decided October 28, 1912 


Niman, J.: This action is here on appeal. The plaintiff is a 
corporation engaged in the business of handling, transferring, and trans- 
porting baggage to and from railroad depots, hotels, private residences, 
and places of business in the City of Cleveland, and the hiring of con- 
veyances and the doing of general livery and transfer business. The 
business conducted by it was founded by its predecessors in interest about 
fifty years ago. The business so founded was conducted until about the year 
1886 under the name of “Cleveland Transfer” or “Cleveland Transfer 
Company,” and was generally known as “the Cleveland Transfer” or 
“Cleveland Transfer.” 

In 1886 the owners of the business incorporated it under the name of 
“the Cleveland Transfer Company,” and continued to operate in the City 
of Cleveland, using the names and designations of “the Cleveland Trans- 
fer,’ “Cleveland Transfer,’ and “Cleveland Transfer Company” until 
1890, when the plaintiff company was incorporated under the laws of Ohio 
as “the Cleveland Transfer & Carriage Company.” Upon its incorpora- 
tion the plaintiff acquired all of the assets, property, interests, rights, and 
trade-names of the Cleveland Transfer Company, and continued the busi- 
ness as before, making general use of the name “Cleveland Transfer 
Company” on its baggage checks, buildings, wagons, and other vehicles. 

The plaintiff claims that the names indicated have become familiar 
to the public of Cleveland, and have been exclusively associated for many 
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years in the public mind with the business conducted by the plaintiff and 
its predecessors in interest, so that such association has become a property 
right of great value to it. 

Complaint is made by the plaintiff against the defendant, M. R. 
Brailey, who is engaged in the auto livery and transfer business in the 
City of Cleveland, that he has caused the defendants, the Cleveland Trans- 
fer Auto Livery & Baggage Company, the Auto Livery Company, and 
the Taxicab Company to be incorporated, and has adopted various names, 
fictitious in character, under which to conduct his business; that in the 
conduct of his business under the names of the corporate defendants and 
under the fictitious names referred to, said defendant, M. R. Brailey, has 
assumed and appropriated the names “Cleveland Transfer Company,” “the 
Cleveland Transfer Company,” and “Cleveland Transfer,” and used the 
same in telephone directories and otherwise in such a manner as to induce 
the belief in the minds of the public that said business is the same as 
that conducted by the plaintiff; that the object of said defendant in so 
making use of said names is to obtain the customers of the plaintiff on 
the representation made by the use of said names that they are dealing 
with the plaintiff and that he has in fact unfairly obtained some such 
customers who have been deceived into the belief that they were patroniz- 
ing the plaintiff. The equitable interference of this court is sought by 
the plaintiff to enjoin the defendants and each of them from using the 
name “Cleveland Transfer” and “the Cleveland Transfer” and “the Cleve- 
land Transfer Company,” or any one of said names in the manner com- 
plained of, in the conduct of the business of the defendants. 

The authorities sustain the contention of the defendants, that neither 
the word “Cleveland” nor the word “Transfer,” nor the two words in 
combination, can be protected as a trade-mark or trade-name. The first 
is geographical, and the second merely descriptive of the business. If 
the plaintiff is entitled to the relief sought, it must be because of unfair 
competition on the part of the defendants. 

The doctrine of unfair competition is discussed in G. W. Cole Co. v. 
American Cement & Oil Co., 130 F. 703, 65 C. C. A. 105. In the opinion 
on page 705 (65 C. C. A. 107), it is said: 


“Unfair competition is distinguishable from the infringement of a 
trade-mark in this: That it does not involve necessarily the question of 
the exclusive right of another to the use of the name, symbol, or device. 
A word may be purely generic or descriptive, and so not capable of 
becoming an arbitrary trade-mark, and yet there may be an unfair use 
of such word or symbol which will constitute unfair competition. Thus 
a proper or geographical name is not the subject of a trade-mark, but 
may be so used by another unfairly, producing confusion of goods, and 
so come under the condemnation of unfair trade, and its use will be 
enjoined. The right to the use of an arbitrary name or device as indicia of 
origin is protected upon the ground of a legal right to its use by the 
person appropriating it. The doctrine of unfair competition is possibly 
lodged upon the theory of the protection of the public whose rights are 
infringed or jeopardized by the confusion of goods produced by unfair 
methods. * * * Whether such confusion has been or is likely to be pro- 
duced by the acts charged, is a question of fact to be resolved either 
by evidence of actual sales of the one product for the other, of actual 
mistake of one for the other, of fraudulent palming off of the one for the 
other, or, on the other hand, failing such evidence, by comparison of the 
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two brands to determine whether the one can be readily mistaken for 
the other, even by the inattentive and unobserving retail purchaser.” 


The doctrine under consideration is discussed in Nims on Unfair Busi- 
ness Competition, in Section 1, in this language: “Unfair competition 
is not confined to acts directed against the owners of trade-marks or 
trade-names, but exists wherever unfair means are used in trade rivalry. 
Equity looks not at what business the parties before the court are 
engaged in, but at the honesty of or dishonesty of their acts. It is 
unfair to pass off one’s goods as those of another person; it is unfair 
to imitate a rival’s trade-name or label; but he who seeks to win trade 
by fair means or foul is not limited to these methods. He may copy 
and imitate the actual goods made or sold by a competitor, he may libel 
or slander these goods, make fraudulent use of a family name, or trade 
secrets, of corporate names, of signs, of threats of action; he may con- 
struct buildings which are reproductions of peculiar buildings of a rival, 
thus reproducing confusion in the minds of purchasers, which enables him 
to purloin his rival’s trade, and in a hundred other unfair ways secure 
another’s trade. All acts done in business competition are either fair or 
fraudulent, equitable or inequitable, whether they relate to marks or not; 
and it is believed that the question of trade-marks will soon be lost sight 
of in discussing unfair competition, in the problem of securing, through 
the principles of equity, full protection to every merchant against unfair 
business methods.” 

The law on the subject of unfair competition being as stated in the 
authorities cited, if the defendants have so appropriated and used the 
words “Cleveland Transfer” as to deceive the public and obtain the plain- 
tiff’s customers by inducing them to believe that they were patronizing the 
plaintiff, when in fact they were patronizing the defendants, or some of 
them, the plaintiff should receive protection against the acts complained 
of. 

We think the proof is such that the plaintiff is entitled to the relief 
asked. 

This conclusion is in accord with the holding of this court in Enter- 
prise Mfg. Co. v. E. A. Pflueger Co. and E. A. Pflueger, decided May 21, 
1909, the principle of which was sustained by the Supreme Court (85 
Ohio St. 450, 98 N. E. 1124). 

A decree will therefore be granted the plaintiff. 

Wincu and Marvin, JJ., concur. 
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Munpon v. Taxicas Co. 
(135 A. Rep. 177) 


Court of Appeals of Maryland 
November 12, 1926 


Trape-Marxs anp Trape-Names—Unrair ComPETITION. 

Equity will ordinarily prevent taxi owner’s attempt to appropriate 
fruits of another’s enterprise and labor by copying color combina- 
tion of his cabs. 

Same—Same—Use or Same Coiors aND ARRANGEMENTS—INJUNCTION. 

Injunction held to lie to restrain taxi owner from decorating 
cab in colors massed in same arrangement as that used by another 
company, which, through long use by latter, had come to signify its 
cab in public mind, as against objection that mere color is not 
susceptible of exclusive appropriation. 

Same—Same—UseE or YELLOw as Funcrionat ADVANTAGE. 

That yellow has greatest visability of all colors held not to war- 
rant decoration of taxicab in same shade of yellow, in same arrange- 
ment with other colors, as another company’s cabs. 


Parke, J., dissenting. 


In equity. Decree for plaintiff, and defendant appeals. 
Affirmed. 


Argued before Bonn, C. J., and Urner, Apkins, Orrutt, 
Diaces, Parke, and Watsu, JJ. 


Abram C. Joseph, of Baltimore, Md. (Daniel C. Joseph, of 
Baltimore, Md., on the brief), for appellant. 

W. Howard Hamilton and Joseph C. France, both of Balti- 
more, Md., for appellee. 


Bonp, C. J.: The appellant, defendant below, appeals from 
a decree enjoining him from operating taxicabs owned by him, 
in Baltimore City, without taking measures to distinguish them in 
appearance from those of the Taxicab Company, now named the 
Yellow Cab Company, the appellee. The evidence establishes 
these facts: 

The Taxicab Company has been operating cabs in the city 
since 1909, and for the first ten years of that period had them 
painted in a uniform combination of colors, with brown pre- 
dominating. They were then commonly known as brown cabs. In 
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1919, the uniform color combination was changed, and a combina- 
tion of orange yellow with black was adopted, in order, as the 
president of the company testified, to have “a more distinctive 
color, something that would give us greater value for the purpose 
of emphasizing the cab and services in the public mind.” There 
were then 50 cabs. Since that time, the number in operation has 
increased to 170, all bought of the Yellow Cab Manufacturing 
Company, at a total cost of $360,000; and they have been adver- 
tised extensively at a total cost of $83,000. It is also established 
by the evidence that by thus bringing its cabs in this color combina- 
tion conspicuously before the public, the company has identified 
them in the public mind as those of the one particular organiza- 
tion, and by maintaining a good quality of service has built up a 
valuable trade and good-will for them. Evidence was given of 
preferences of at least some individuals for them. Contracts have 
been made with hotels and owners of other public places for privi- 
leges and assistance in obtaining passengers, usually upon an ar- 
rangement for the payment of commissions for the assistance. 

The arrangement of colors is: The body in orange yellow 
below; the doors outlined with black; top, hood, and fenders in 
black; disc wheels in orange yellow again with black hubs. On 
the door there is a round emblem in gold, white and blue, six or 
eight inches in diameter, and a number is painted on the side and 
back. It is the custom of all large operators of taxicabs in the 
city to put their cabs out in uniform color combinations, and all are 
thus distinctly marked in different combinations. Throughout the 
period since 1919, when the present color combination was adopted 
by the appellee, the company styled itself, in its advertising, “the 
Yellow Cab Company,” and its cabs are commonly known as the 
“vellow cabs.” In December, 1925, after this proceeding was 
instituted, the name of the company was formally changed to “Yel- 
low Cab Company” by an amendment of its charter. 

In the year 1925, the appellant, Robert C. Mundon, bought 
a taxicab with a Dodge chassis, painted blue, and had it repainted 
in approximately the same shade of orange yellow, and a very dark 
blue black, in practically the same markings or arrangement of the 
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colors; that is to say, the lower body is in the yellow, with the doors 
outlined in black, and the top, hood and fenders are in black. The 
differences between the two cabs in appearances are, that there is 
to be observed, by matching the colors closely, a slight difference in 
the shades of yellow; the disc wheels are mainly yellow in the 
company’s cabs, but light blue in Mundon’s there is no emblem 
on the side of Mundon’s cab; each company has a “vacant” sign, a 
light on the meter, and cowl lights, while Mundon’s has none of 
these, his cab having only standard headlights. And Mundon’s 
cab has no number. The company’s drivers wear uniforms, with 
yellow bands on the caps, and the appellant’s driver wears no 
uniform, although he sometimes wears a chauffeur’s cap. None 
of these differences seem to be sufficient to distinguish the cabs of 
the two proprietors in the sight of the ordinary customers. There 
is testimony of instances of actual confusion. And photographs of 
the appellant’s cab and of a sample cab of the appellee, each photo- 
graph colored by a painter from the original, were introduced in 
evidence below, and, by agreement, have been exhibited in this 
court, and show, we think, that confusion must almost inevitably 
occur. The resemblance is so close that deliberate copying seems 
to be the only explanation of it. And we conclude that the ap- 
pellant has, in fact, attempted, by copying the color combination 
of the appellee’s cabs, to appropriate some of the fruits of the 
latter’s enterprise and labor. And that such an attempt is a wrong 
which a court of equity ordinarily prevents need not be argued 
at any length now. Robertson v. Berry, 50 Md. 591, 33 Am. Rep. 
328. In all other jurisdictions where this exact question has arisen, 
the attempt has been prevented by an injunction similar to that 
decreed in this case. Taxi § Yellow Taxi Operating Co. v. Martin, 
Harvey & Dunn, 91 N. J. Eq. 233, 108 A. 763 [10 T. M. Rep. 
281]; Yellow Cab Co. v. Becker, 145 Minn. 152, 176 N. W. 345 
[10 T. M. Rep. 187]; Yellow Cab Co. v. Jones, 156 La. 837, 101 
So. 216; Yellow Cab Co. v. Creasman, 185 N. C. 551, 117 S. E. 
787,28 A. L. R. 109 [13 T. M. Rep. 327], and see notes 17 A. L. R. 
784, 787, and 28 A. L. R. 115. 

Some defenses common to all these cases have been presented 
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in this one. It is contended that, inasmuch as the resemblance 
is one of colors, it affords no ground for interference by the court, 
on the principle that mere color is not regarded by the law as 
susceptible of exclusive appropriation. There is no resemblance 
in emblems or lettering; nothing in the shape or size of the 
appellee’s cab which distinguishes it from any other cabs, or to 
which there might be an exclusive right if it did. The resemblance 
is one of colors. But it is also, and chiefly, in the arrangement 
or massing of the colors on the two cabs that the resemblance is 
brought about here. The complaint is not so much of the use of 
the same colors as it is of the use of the same identifying combina- 
tion of those colors. “One often sees the rule stated,’ Nims on 
Unfair Competition and Trade-Marks (2d Ed.) 238, “that the use 
of color or form or shape or any of the characteristics which may 
be used by all in the making of an article does not, of itself, amount 
to unfair competition. This is true in a sense and untrue in another 
sense.” And the court in Yellow Cab Co. v. Jones, 156 La. 837, 
101 So. 216, said: 


“It is true, as a general proposition of law, that there is no exclusive 
property in color. That, however, is not the present issue. The question 
to be determined here is: Has the plaintiff company so far established 
a trade-name in the words ‘Yellow Cab, ‘Yellow Cab Company, and the 
colors, style, design, form, and dress as they are combined and used on 
its taxicabs to invoke the equitable process of injunction to protect it 
against resemblances and imitations designed and tending to deceive and 
mislead the public and to deprive plaintiff of the profits of its business? 
We think it has.” Yellow Cab Co. v. Becker, supra; Taxi & Yellow Tori 
Op. Co. v. Martin, supra. 


So the wrong here is in the decoration of Mundon’s cab with 
yellow and black massed in exactly the same arrangement as that 
which has been used by the appellee since 1919, and has come to 
signify, in the public mind, the appellee’s cabs. For that wrong 
an injunction may issue, as stated in the cases cited. 

We have already spoken of the variations in the details of the 


dress and fittings of one cab and the other; they have, in our 
opinion, no practical distinguishing effect. As the New Jersey 
court said of much the same differences, ‘““These are variations, not 
distinctions.” Tazi § Yellow Tazi Op. Co. v. Martin, et al., supra. 

A defense made here, and not made in any of the cases cited, 
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is that yellow has the greatest visibility of all the colors, and 
therefore its use on a cab so enhances the safety of operation that 
it is to be regarded as having functional connection with the proper 
operation of taxicabs generally; that it should be regarded in the 
light of a safety device. Expert testimony of the high visibility of 
yellow was given at the hearing, and the appellant testified that he 
chose the color for its visibility and its durability. Marvell Co. v. 
Pearl, 183 F. 160, 66 C. C. A. 226; Pope Co. v. McCrum Co., 191 F. 
979, 112 C. C. A. 89, 40 L. R. A. (N. S.) 468; Shredded Wheat Co. 
v. Humphrey Cornell Co., 250 F. 960, 168 C. C. A. 210 [8 T. M. 
Rep. 369]. But that contention does not answer the objection to 
the use of the same shades of colors here in the same familiar ar- 
rangement. As Judge Frank, in the trial court, pointed out, the 
greater visibility could have been obtained by the painting of the 
whole cab in yellow. A distinct shade could have been made use 
of, or a distinct appearance achieved by a combination with some 
color other than black. And the markings of the older cabs with 
the yellow and black need not have been copied so closely. See 
Shredded Wheat Co. v. Humphrey Cornell Co., supra. 

The appellant here also contends that, whatever might be the 
rights of any other cab company in this situation, this particular 
one is disentitled to relief by a court of equity, because it does 
not come into court with clean hands. Complaint is made of the 
use of the term “The Yellow Cab Company” in the advertising 
matter published, while the corporate title, specified in its charter, 
was the Taxicab Company; and there is testimony of the entry of 
suits against it under the name of the Yellow Cab Company. But 
we do not see that here is any relevant misrepresentation in this, 
if there is any misrepresentation at all. There is no effort made 
in it, and no tendency, to palm off the cab as other than it is, and 
so no possibility of detriment or deception to customers, as there 
was in the cases relied upon by the appellant. Siegert v. Abbott, 
61 Md. 276, 48 Am. Rep. 101; Kenny v. Gillet, 70 Md. 574, 17 
A. 499; Houchens v. Houchens, 95 Md. 37, 51 A. 822. On general 
principles, this use of the additional, descriptive title would seem 
to be no defense to allowing the company what would otherwise 





MUNDON V. TAXICAB CO. 55 


be its due. The case, on this point, is analogous, we think, to 
that of the use by a corporation of a title indicating a partnership, 
which has been dismissed as a matter of indifference to purchasers 
of its goods. Holmes v. Holmes, 37 Conn. 278, 9 Am. Rep. 324. 

But the appellant refers, in addition, to the statute (Code Pub. 
Gen. Laws, Art. 2, § 18), which requires registration of the names 
of principals or owners and other facts concerning any mercantile, 
trading, or manufacturing business conducted by persons in this 
state as agents, or under titles or designations other than their 
own names. Section 20 of the same article gives other protec- 
tion, in cases of failure to file the certificates, to “any person or 
corporation who shall become a creditor of such person or persons.” 
Even if these sections could be construed to include the business 
of a taxicab company within the category of “mercantile, trading, 
or manufacturing business,” they could not be given an effect 
beyond their manifest purpose of protecting creditors. There is 
no evidence that the appellee has dealt with possible creditors 
under any title other than its own, or in any way tending to mis- 
lead them. We think this objection, too, to be untenable. 

Finally, complaint is made that the payment by the appellee 
of commissions on business influenced to it by hotels and other 
organizations gives rise to a disqualification, because of the pro- 
vision in Article 23, § 365 of the Code of Public General Laws, 
prohibiting rebates or special favors by common carriers to shippers 
or other persons paying compensation for service. But it would 
seem to be a sufficient answer to this that the statute is manifestly 
concerned only with the dealings between the carriers and users of 
their facilities; it is not concerned with commissions paid to third 
persons which in no way, and to no extent, redound to the advantage 
of the users, and, so far as the record discloses, such is the effect 
of the practice of paying commissions complained of here, and we 
see nothing in this to disentitle the appellee from receiving at the 
hands of the court the relief to which a cab owner who does not pay 
such commissions would be entitled. 

Decree affirmed, with costs to the appellee. 
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Parke, J., dissents on the sole ground that he does not agree 
that the color scheme and markings of the cabs of the competing 
cab companies are so similar as to constitute unfair competition 
on the part of the appellant. 


Henry GEeuRING Co. v. McCue 
(154 N. E. Rep. 171) 


Court of Appeals of Ohio, Cuyahoga County 
November 1, 1926 


Trape-Marxks aNp TrapE-Names—Unrair Competition—Basis. 

Foundation of action for unfair competition may consist of con- 
duct by defendant of such persistent and continuous nature as has 
resulted in damage to plaintiff in production and sale of its wares. 

Same—Same—Grounps For RECOVERY. 

Malicious acts by way of litigation in courts, not founded on good 
faith but to harass and injure rival producing and selling same com- 
modity, may authorize recovery as for unfair competition. 

Same—Same—DEFINITION. 

“Unfair competition” is conduct of trade or business in such 
manner that there is express or implied representation that goods or 
business of one man are goods or business of another. 

In equity. Action for unfair competition. Judgment for de- 


fendant, and plaintiff brings error. Reversed, and cause remanded. 


Turney & Sipe, of Cleveland, O., for plaintiff in error. 
Bates, Macklin, Goldrick & Teare, of Cleveland, O., for de- 
fendant. 


Sutuivan, J.: This cause comes into this court on error from 
the court of common pleas, wherein a demurrer was sustained to the 
petition. Error is prosecuted on the ground that the court below had 
no jurisdiction of the subject of the action and that the allegations 
stated in the petition do not constitute a cause of action. 

The assignment of error as to the question of jurisdiction is 
based upon those allegations of the petition which have to do with 
the subject of patent infringement, and, of course, it is well 


settled that the United States courts are given exclusive jurisdic- 
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tion in suits for the infringements of letters patent, either in law 
or in equity. See Hopkins on Patents, §§ 323-325, pp. 389-394. 

The amount involved is not material in this class of cases 
where the court has exclusive jurisdiction. St. Paul Plow Works 
v. Starling, 127 U. S. 876, 8 S. Ct. 1827, 82 L. Ed. 251. 

The United States courts are given exclusive jurisdiction of 
these matters, such as suits for infringements of letters patent, 
either in law or equity. See Section 711, U. S. R. S.; Section 1021, 
Barnes’ Fed. Code; Section 1233, U. S. Comp. St. 

From an examination of the allegations of the petition with 
respect to the infringement of the patent it is clear that the issue 
raised does not involve the validity of a patent right, and that 
being so the case of Blakeney v. Goode, 30 Ohio St. 351, governs. 
We quote paragraph 5 of the syllabus: 

“Although a cause of action may relate to the subject-matter of a 


patent right, it is within the jurisdiction of state courts, if it does not 
involve the validity of the patent right.” 


This authority is supported by many other authorities, too 


numerous to mention. From the pleading the question of infringe- 
ment arises collaterally only with respect to the real issue raised, 
which is damage for what is alleged to be an unlawful course of 
conduct resulting in injury to the plaintiff. Therefore, on the 
question of jurisdiction we think there was error in the ruling of 
the court below in sustaining the demurrer. 

As to whether the allegations of the petition under the second 
assignment of error are sufficient to constitute a cause of action, 
an analysis of the allegations shows that the foundation of the 
action consists in certain conduct on the part of the defendant of 
such persistent and continuous nature as has resulted in damage 
to the defendant in the production and sale of its wares. 

There is well-established authority for the holding that the 
pursuit of one competitor by another, either in court or out of 
court, for the purpose of injuring him in his business, may result 
in recovery under sufficient proof. There are numerous cases of 
successful recoveries because of malicious acts by way of litigation 
in the courts, where it appears that the litigation was not founded 
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upon good faith, but was instituted with the intent and purpose 
of harassing and injuring a rival producing and selling the same 
commodity. The allegations of the petition set forth acts and 
circumstances which partake of the nature of those set forth in 
this class of cases. Allegations are made that the conduct of the 
defendant had no warrant or proof, but was based upon false state- 
ments respecting the patent. It is alleged that accusations resulting 
in damage are false, and it is further alleged that these actions 
and conduct resulted in depriving plaintiff of customers and other- 
wise injuring it. If these allegations are susceptible of sufficient 
proof, under the authorities a recovery may be had, based upon 
the doctrine of “unfair competition,’ and the definition of this term 
consists essentially in the conduct of a trade or business in such 
manner that there is an express or implied representation that the 
goods or business of one man are the goods or business of another. 

With these views of the allegations of the petition we think 
that there is substantial error in the judgment below, and for the 
reasons given the judgment is reversed and the cause remanded 
for further proceedings according to law. 

Judgment reversed, and cause remanded. 

Levine, P. J., and Vickery, J., concur. 


E. C. Ricu, Inc. v. AtBert L. Ricu ann Epmunp J. Hazuitt, THE 
Latrer TRADING as Batser & Co. 


District Court, Southern District of New York 
December 14, 1926 


Trape-Marks—SvurnaMEs—INFRINGEMENT—“AtBert L. Ricu’s” Deceprtive- 

Ly Srmirar To “Ricn’s.” 

Although defendant, Albert L. Rich, has an undoubted right to 
use his own name to designate himself in connection with the sale 
of products, in competition with plaintiff's, it is his duty to avoid 
confusion insofar as he can do so consistently with such right; and, 
confusion having arisen, plaintiff's registered mark, consisting of the 
name “Rich’s,” held to have been infringed. 


The right to use one’s own name to designate merchandise he 
sells, was denied, in this suit in equity for infringement of a trade- 
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mark and on motion for a preliminary injunction, where that name 


has been registered as a trade-mark by another to designate similar 
goods. 


Stockbridge and Borst, of New York City (V. D. Borst, of 
counsel), for plaintiff. 
Fritz Siegler, Jr., of New York City, for defendants. 


Tuacuer, J.: The plaintiff is the owner of the registered 
trade-cark “‘Rich’s” for crystallized ginger and other foods and 
ingredients of food and for jujubes made of menthol and eucalyptus 
and other pharmaceutical preparations, which it has registered 
pursuant to the Trade-Mark Act of February 20, 1905, Ch. 592 (33 
Stat. 724) under Section 5 of that act, which allows the registration 
of a trade-mark consisting merely of an individual name in actual 
and exclusive use as a trade-mark of the applicant or his predeces- 
sors for 10 years preceding the passage of the act. . 

Such exclusive use is shown as early as 1894, and neither the 
validity of the trade-mark nor the plaintiff's title is questioned. 
Nor can it be doubted that by reason of this exclusive use the 
term ‘“‘Rich’s” has, and is generally understood by the purchasing 
public to have a secondary meaning designating the origin and 
ownership of the merchandise as that of the plaintiff. 

For years it has indicated the plaintiff's product alone and it 
is in this sense that the trade-mark is entitled to protection under 
the statute. 

That the defendant may use his own name “Albert L. Rich” 
in its primary sense to designate himself in connection with the 
sale of similar products may not be doubted, provided the manner 
of such use does not mislead in such a way as to colorably infringe 
the registered trade-mark, to wit, the use of the term “Rich’s” or 
any colorable imitation thereof as a label for the goods. The 
defendant's intention, good or bad, is a matter of no importance, 
and the sole injury is whether or not the use which he makes oi his 
own name is an invasion of the protection granted to the plaintiff 


in the use of the term in its secondary meaning to designate the 
plaintiff’s goods. 
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Such infringement may easily be avoided by the adoption of 
distinctive trade-marks and the use of the name merely as a designa- 
tion of the merchant and not as a designation of the merchandise, 
and in other ways the goods may be unmistakably differentiated 
from those rightfully sold under the registered trade-mark. 

In Thaddeus Davids Co. v. Davids (233 U. S. 461 [4 T. M. 
Rep. 175]), it was held that there is an affirmative duty to avoid 
colorable infringement by unmistakable differentiation so that it 
will clearly be made to appear that the merchandise of the alleged 
infringer is his own and not that of the registrant. The measure 
of this duty is indicated in Coty, Inc. v Parfums de Grande Luze, 
298 Fed. 865, 875 [14 T. M. Rep. 185], and Knabe Bros. Co. v. 
American Piano Co., 229 Fed. 28, 81. 

No doubt some confusion may result from the legitimate use 
of the defendant’s name “Albert L. Rich” to describe himself as 
the merchant or producer, but it is the duty of the defendant to 
avoid such confusion insofar as he can do so consistently with the 
exercise of his own right to use his own name as a personal designa- 
tion. 

That serious confusion has resulted in this case is clearly 
shown. That the defendants, in their use of the similar name, 
have done nothing to clearly differentiate their goods from the 
goods of the plaintiff is, I think, equally clear. 

It is true that in color their packages are quite different, and 
| think there is no basis for the charge that they have deliberately 
dressed their goods to simulate the plaintiff's wares; but their pos- 
sessive use of the name “Albert L. Rich’s” as a label to designate 
their merchandise, is precisely the same way as the name “C. I. 
Davids’ ’”’ was used in the Davids case, has undoubtedly increased 
the confusion necessarily incident to the use of the name as a 
personal designation of the producer. 

The defendants have placed the name prominently at the top 
of their labels, in simulation of the use of the registered name, and 
in description not of the merchant but of the merchandise. To 
call their products “Rich’s” is to call them the plaintiff’s, and such 
use of the name is an appropriation of the plaintiff’s registered 
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trade-mark in its secondary meaning, from the legal consequences 
of which the addition of the defendants’ first name and initial can 
no more excuse them than the use of two initials as in the Davids 
case. 

In that case the defendant, in simulation of the plaintiff’s 
trade-mark “Davids’,” placed at the top of his labels his own 
name “C. I. Davids’ and at the bottom of his labels placed 
“Davids Mfg. Co.” This was held by the Supreme Court 
to be a mere simulation of the plaintiff's mark ‘“Davids’,” con- 
stituting a colorable imitation within the meaning of the act, and 
the decree of the Circuit Court restraining the use of the words 
“Davids Mfg. Co.” and use of the word “Davids’” at the top of 
the defendant’s labels was affirmed. 


The distinction between the use of the name to designate the 
person whose name it is and its use to label a product is clearly 
recognized in Henderson v. Peter Henderson & Co., 9 Fed. (2d) 
787 [16 T. M. Rep. 61], where the decree, as modified and affirmed 
by the Circuit Court of Appeals for the Seventh Circuit, enjoined 


the defendant from using his last name to designate his business, 
unless preceded by his full name or the abbreviation “Alex” or 
“Alec,” from using the word “Henderson” in any form as wholly 
or in part the name of any of his seeds. 

In this connection the court said: (p. 789). 


“While at best some confusion is incident to similarity of names, the 
requirement of the decree that appellant’s full given name or its sug- 
gested abbreviation precede his surname will tend better to safeguard 
appellee’s rights, and at the same time impose no undue hardship or 
inconvenience to appellant. Nor is the decree objectionable in providing 
that the term ‘Henderson’ shall not be employed by appellant in any 
name he may adopt for his seed packages. 

“Appellee’s lawful registry gives it the sole right to the employment 
of ‘Henderson’ as a name for its seed product, and, where lawful right 
to label a product with the registered name has been secured, the same 
word should not be employed in any name for another’s like product 
where in reason this can be avoided.” 


The same distinction is emphasized by Judge Mack’s opinion 
in Chickering, et al. v. Chickering & Sons, et al., 215 Fed. 490 
(C. C. A. 7th Cire. [4 T. M. Rep. 279]). 

The statute having granted to the plaintiff the exclusive right 





62 SEVENTEEN TRADE-MARK REPORTER 


to use the term “Rich’s” as a label for and designation of its prod- 
ucts, colorable infringement has, I think, been clearly shown, and 
should be enjoined unless the plaintiff's hands are unclean. 

The defendants point to inaccuracies of statement appearing 
on one of the plaintiff's containers regarding the source of the 
wines used in the preparation of its wine jellies. At most, the 
statements complained of are survivals of a time when they were 
true, and they are in themselves of so little significance as to 
dispel the suggestion of deliberate fraud. 

They are not in my opinion sufficient to render the plaintiff 
defenseless against those who seek to destroy its good-will through 
infringement of trade-mark. Jacobs v. Beechan, 221 U. S. 263 
[1 T. M. Rep. 55]; Coca Cola Co. v. Koke Co., 254 U. S. 143 
[10 T. M. Rep. 441]. 

The question of unfair competition, much discussed in the affi- 
davits, does not arise and is not considered, because diversity of 
citizenship, requisite to jurisdiction of such a cause of action, is 
lacking. 

The motion is granted. Settle order on notice. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Motion to Dismiss 


Kinnan, F. A. C.: The C. L. Bryant Corporation has pre- 
sented a motion to dismiss the appeal heretofore taken from the 
decision of the Examiner of Interferences by The Bryant Heater 
and Manufacturing Company. 

The appeal is from two decisions of the Examiner of Inter- 
ferences, first that the registration should be canceled and, second, 
denying a motion of The Bryant Heater and Manufacturing Com- 
pany to reopen the proceeding for the purpose of introducing a 
certified copy of a certain court proceedings in which these parties 
were involved. 


This cancellation proceeding is one of two companion pro- 
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ceedings, the other being Cancellation No. 1310, entitled C. L. 
Bryant v. The Bryant Heater and Manufacturing Company. In 
that case the Examiner of Interferences dismissed the petition for 
cancellation, which had been brought by C. L. Bryant personally, 
and also denied a motion by the registrant to reopen the inter- 
ference for the purpose of introducing a certified copy of the same 
court proceedings sought to be introduced in the instant case. The 
motion to dismiss in the other cancellation proceedings relates only 
to the appeal from the refusal to reopen and is based on the same 
grounds as is the motion in the present case. 

The grounds of the motion to dismiss the appeal both upon 
the merits and from the refusal to reopen are that the appeal fails 
to allege any appealable or reversible error and that the appeal 
was not served upon the opposing party. 

No merit is seen in the motion so far as it alleges that no 
ground or reversible error for the appeal is stated. The Examiner 
of Interferences held that, in view of the use by The C. L. Bryant 
Boiler Company of a certain name, the registrant had not had 
bona fide use of the registered mark “Bryant,” within the meaning 
of the Act of 1920. The appeal alleges error in so holding. It 
is not deemed necessary that the appellant, in order to file a proper 
appeal, should set out error in each specific reason advanced for 
the holding made by the Examiner of Interferences. The decision 
is clear and it is obvious that the same questions are desired to be 
raised on appeal as were raised before the Examiner of Inter- 
ferences. 

So far as the appeal on the motion is concerned, it has been 
the practice, when refusal to reopen a case is made, to set a limit 
of appeal, and such appeal was set in this case. The allegation 
of error is that the Examiner of Interferences erred in not reopen- 
ing the case. Obviously, the same question is brought up for 
review. 

While the appeal in this cancellation proceeding was not ac- 
companied by a proof of service upon the opposing party, notice 
of the hearing for January 5, 1927, was sent to the attorneys 
for the other party, and on November 15, which is more than six 
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weeks prior to the hearing, a copy of the appeal paper was 
served upon them. 

While it was an error on the part of this office to have set 
the appeal for hearing before the proof of service had been re- 
ceived, it is not thought that, under the present circumstances of 
this case, the failure to accompany the appeal by proof of service 
or to have served the appeal itself upon the other party at that time 
would justify a dismissal of the appeal. 

The motion to dismiss the appeal is denied. 

The full text of the decision upon application for cancellation 
No. 1310, follows: 

The party C. L. Bryant, the petitioner for cancellation, has 
presented a motion to dismiss the appeal of The Bryant Heater 
and Manufacturing Company from the decision of the Examiner of 
Interferences, refusing to reopen this proceeding for the introduc- 
tion of further evidence. 

For the reasons fully stated in the companion cancellation 
proceeding No. 1309, the motion is denied.’ 


Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the registrant, Arnold Busch & Sons, of the decision of the Ex- 
aminer of Trade-Mark Interferences sustaining the petition for can- 
cellation filed by John Morrell and Co. 

Arnold Busch & Sons have been granted registration No. 
196453, issued March 17, 1925, of the mark comprisirg a repre- 
sentation of an airship of the well-known Zeppelin type and having 
printed thereon the name of the registrant company and the word 
“Zeppelin,” the mark being used upon sausage, the word “Sausages” 
appearing upon the representation of the airship but being dis- 
claimed apart from the other features of the mark. 

The petitioner company bases its claim for damages upon its 
registration No. 116541, issued May 8, 1917, of a mark consisting 
of a representation of an airship of the same general type, sub- 


11. Bryant Corporation v. The Bryant Heater and Manufacturing 
Company, 151 M. D. , December 6. 1926. 
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stantially the Zeppelin type, as that adopted by the registrant, 
Arnold Busch & Sons, but including the words “Air Ship” appear- 
ing upon the representation, the mark being used upon breakfast 
bacon, and also registration No. 150016 of the words “Air Ship” 
appearing on a heart-shaped background, used likewise upon bacon. 

In further support of the petition the use of the airship mark 
of the petitioner on bacon is alleged as having been continuous since 
1910. While it is shown that petitioner manufactured and sold 
salami sausage since as early as 1912, the use of these registered 
marks upon sausage is not shown to have been made prior to 1925. 

Both parties have taken testimony. It is fairly established, 
and respondent, Arnold Busch and Sons, has not seriously disputed 
this fact, that petitioner company began the use of and has con- 
tinued to use its airship marks upon bacon since a period long 


antedating any established or even alleged by respondent company. 


In view of the foregoing, the questions here to be reviewed are 
the similarity of the marks and whether the goods belong to the 
same class. The characteristic feature of one of petitioner’s regis- 
tered marks, that including the representation of the airship of the 
Zeppelin type, and the mark of the respondent company is the 
pictorial representation of this type of airship. 

The word ‘Zeppelin,’ appearing upon respondent’s mark, in- 
dicates the designer or inventor of the airship but also is popularly 
understood to indicate or constitute the name of this particular 
type. Such name is generally understood to designate an airship 
and an airship of this particular, lighter-than-air type. The mark 
of the petitioner company which includes this representation oi the 
airship does not distinguish one mark from the other. 

While the words Air Ship and Zeppelin do not look alike, 
sound alike, and are not spelled alike, yet when used upon the same 
type of airship they have similar significance. It is believed the 
average purchaser of these goods, especially not having the two 
marks simultaneously before him, would be confused as to the origin 
or ownership when appearing upon the same class of goods. 

It must be held sausage and bacon belong to the same general 
class of goods indicated in the statute, as such terms have been 
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interpreted in the cases of N. Wolf and Sons v. Lord and Taylor, 
202 O. G. 632; 41 App. D. C. 514 [4 T. M. Rep. 219]; E-Z Waist 
Co. v. Reliance Manufacturing Co., 311 O. G. 709; 52 App. D. C. 
291 [13 T. M. Rep. 96]; Phoenix Paint and Varnish Co. v. John T. 
Lewis and Bros. Co., 139 O. G. 990; 32 App. D. C. 285. See also 
the cases cited by petitioner in its brief. 

The fact that petitioner company did not adopt or use its 
mark upon sausage until subsequent to the adoption, by respondent, 
of the latter’s mark upon these goods, is not deemed material since 
the petitioner company has shown that it was a manufacturer of 
sausage prior to the entrance of the respondent company into the 
field and the application of petitioner’s mark to sausage was within 
the ordinary and expected expansion of its business under this mark. 

It is in evidence petitioner company has advertised extensively 
its goods to which these marks are applied, has for many years 
before respondent adopted its mark, conducted a very large busi- 
ness, and is in possession of a valuable good-will as an asset to its 
business. 

It would seem respondent company must have been aware of 
the petitioner’s activities in connection with its airship marks and 
could have adopted a mark less likely to cause confusion in trade. 
Whether this is true or not, it is believed the marks and the goods 
on which they are used are so similar that confusion, if the goods 
appeared in the same markets, would be inevitable. 

The decision of the Examiner of Trade-Mark Interferences sus- 
taining the petition is affirmed and his recommendation that the 
trade-mark registration No. 196453 of the respondent company be 
canceled, is approved.” 


Non-Conflicting Marks 


Moore, A. C.: This is an appeal by Gerstendorfer Bros. 
from the decision of the Examiner of Interferences dismissing the 
appellants’ petition for the cancellation of registrations Nos. 93501 


* John Morrell & Co. v. Arnold Busch & Sons, 151 M. D. ——, Dee. 21, 
1926. 
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and 195072, issued respectively on September 16, 1913, and Febru- 
ary 17, 1925, and owned by Samoline Corporation, and recom- 
mending that said registrations be not canceled. 

Registration No. 93501 is a trade-mark consisting of the word 
“Samoline,’ and registration No. 195072 is described as consisting 
of a figure of a boy of the “Jackie Coogan” type attired in a 
dress suit and designated ‘“Littlke Sammy Samoline,”’ associated 
with the word “Samoline.” Each of said trade-marks is for a 
cleaning material for wood, metal and other objects. 

This proceeding is brought under Section 18 of the Trade- 
Mark Act of February 20, 1905, which provides: 

“That whenever any person shall deem himself injured by the registra- 
tion of a trade-mark in the Patent Office he may at any time apply to 
the Commissioner of Patents to cancel the registration thereof. * * * If 
it appear after a hearing before the Examiner that the registrant was 
not entitled to the use of the mark at the date of his application for 


registration thereof * * * and the Examiner shall so decide, the Com- 
missioner shall cancel the registration * * *.” 


The petitioners contend that the registrant was not entitled 


to the use of its trade-marks, above described, at the respective 
dates of the applications for registration thereof, in view of the 
petitioners’ prior use and registration of the trade-mark “Sapolin,” 
said trade-mark having been registered (Registrations Nos. 37954, 
51988 and 134657) for paints, enamels, varnishes, lacquers, wood 
stains and furniture polish. 


The essential grounds urged in support of the petition are, 
that the registrant’s marks so nearly resemble the petitioners’ mark 
as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers when the marks of the respective 
parties are appropriated to merchandise of the same descriptive 
properties as the merchandise of the petitioners. 

It is believed that the answer to the question as to whether 
the merchandise of the registrant is of the same descriptive 
properties as the merchandise of the petitioners, is decisive of the 
question at issue. It is settled law that the adoption and use 
of a trade-mark by one person does not prevent the adoption 
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and use of the same trade-mark by others on articles of a different 
description (American Steel Foundries v. Robertson, Commissioner 
of Patents, and Simplex Electric Heating Co., 342 O. G. 711 
[16 T. M. Rep. 5]). 

In my opinion the registrant's merchandise is not of the 
same descriptive properties as the petitioners’ merchandise, such 
as would cause confusion in trade or deceive purchasers. The 
general and essential characteristics of the merchandise of the 
respective parties are not the same (American Tobacco Co. v. 
Gordon, 342 O. G. 510 [16 T. M. Rep. 38]). The registrant’s 
merchandise is a cleaning preparation; specifically, a cleaning 
paste, for cleaning wood, metal, etc.; whereas, the petitioners’ 
merchandise consists of paints, enamels, varnishes, polishes, etc., 
as above indicated. One removes foreign matter from the sur- 
faces; the other is added to surfaces for preservative purposes, 
or to produce a pleasing effect upon the eye. 

Furthermore, under the present system of trade-mark classifica- 
tion, the goods of the respective parties are not classifiable in the 
same class. 

That the respective goods are not of the same descriptive 
properties, and that the marks do not so closely resemble each 
other as would be likely to lead to confusion in trade, is estab- 
lished by the record. The record shows that for about sixteen years 
the goods of the parties were concurrently sold without any substan- 
tial confusion. Even the petitioners’ witnesses testify to the effect 
that in actual trade there has been no confusion of any con- 
sequence. 

The record also shows that the trade-mark ‘“Samoline’’ origi- 
nated with Samuel O. Olmsted, and is formed in part from an 
abbreviation of “Samuel” and the initial letter of the surname 


Olmsted; that it was appropriated to the registrant’s goods more 
than 15 years ago; that the registrant’s goods are now known 


in trade by the mark “Samoline’’; that the Samoline Corporation 
has spent large sums in advertising, and has established a large 
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and lucrative business. Under these circumstances this office 
would not be justified in disturbing in any way at this time the 
registrant’s rights respecting its trade-marks. If the petitioners 
ever had any right to oppose the right of the registrant to register 
its marks, such right of the petitioners has been lost by laches 
France Milling Co. v. Washburn-Crosby Co., 7 F. (2nd) 304 
[15 T. M. Rep. 185]; White Rock Co. v. Akron Co., 299 F. 775 
[14 T. M. Rep. 421]; Rectanus Co. v. United Drug Co., 226 
F. 554 [9 T. M. Rep. 1]. 

The decision of the Examiner of Interferences is believed to 
be without error and is affirmed. 


Res Adjudicata 


Moore, A. C.: This is an appeal by the party, Harper and 
Brothers, from the decision of the Examiner of Interferences 
adjudging that the said party, Harper and Brothers, is not 
entitled to the registration for which it has made application. 

Four grounds of error are alleged in the appeal, the first 
two of which are mere general statements of error. The last 
of which read: 

“8. While the Examiner did not, perhaps, err in holding 
that Harper and Brothers was not a party to the equity suit 
referred to in the decision, he did err in not recognizing that 
Plough Chemical Company, who was a party to the equity suit, 
is successor in title to the trade-mark here sought to be registered 
and to the good-will of the business in which it is involved. 

“4. The Examiner erred in holding that said equity suit did 
not and does not render the matter of priority between Eva Nie- 
man and Harper and Brothers and its successor in title, Plough 
Chemical Company, res adjudicata in favor of Harper and Broth- 
ers and its successor in title, Plough Chemical Company.” 

The appellant was not represented at the hearing, and has 
filed no brief. 


*Gerstendorfer Bros. v. United Supply Co., 151 M. D. 379, Dec. 31, 
1926. 
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I find no error in the decision of the Examiner of Interfer- 
ences in holding that Harper and Brothers are not entitled to 
the registration for which they have made application. In fact, 
Harper and Brothers admit that: 

* * * “the Plough Chemical Company of Memphis, Tenn., is 
the interested party, and not ourselves.” 


The decision of the Examiner of Interferences is affirmed.* 


‘Harper & Bros. v. Eva Nieman, 151 M. D. ——, Jan. 15, 1927. 








